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increase the cost of the Century Freeway
if it is ever completed, temporarily in-
convenience many individuals, and hinder
the planning programs of several of the
cities along the route of the freeway.
It is necessary, however, to look to the
ultimate benefit which hopefully will ac-
crue to everyone living in the Los
Angeles area from compliance with our
federal and state environmental protec-
tion laws. The federal and state high-
way authorities have not complied; that
is why a preliminary injunction is neces-
sary.

The Court’s order of July 7 was
designed to protect both those property
owners who desire to remain in the free-
way corridor and those who freely and
voluntarily decide to leave. The Court
still believes that the best way to ac-
complish this end is to consider each
parcel of land on a case-by-case basis—
i. e., to decide whether each property
owner decided freely and voluntarily to
sell his property. In light of the Court’s
preliminary injunction, of course, the
State of California cannot purchase any-
one’s property unless it first satisfies
the Court that the property owner is
acting freely and voluntarily; the State,
in short, must petition the Court for ap-
proval in each case. The Court has
processed—and will continue to process
—these applications for approval expedi-
tiously. The state defendants may
present these applications on an ex parte
basis, as long as the plaintiffs receive
actual notice of all hearings. The Court
believes that these applications can be
processed in as little as a few hours, or
at most a day or two; the Court intends
to ensure that any inconvenience that
will be caused to property owners who
freely and voluntarily decide to sell to
the State will be minimal.

It is ordered that the motions to inter-
vene of the cities of Downey, El Segundo,
Inglewood, Lynwood, Paramount, and
South Gate are granted.

It is further ordered that the state
defendants’ motion to alter or amend the
preliminary injunction is denied.
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Patent infringement action. Defend-
ant counterclaimed for a declaratory
judgment and also for treble damages
under antitrust laws. The District
Court, Newcomer, J., held, inter alia,
claims 1-4 of patent No. 3,247,747, relat-
ing to a method for maintaining interior
of tubing or tubular members devoid of
contamination and undesirable deposits
for prolonged periods of time were inval-
id. The Court further held that lab
technician, who carried out a certain
experiment under instructions of his su-
periors, recorded results, and moved on
to other things, was not a “co-inventor,”
and hence defendant’s counterclaim, in-
sofar as it was based on alleged wilful
concealment of nonjoinder of a coin-
ventor, must fail.

Order accordingly.

1. Declaratory Judgment €232

After action was originally brought
alleging infringement of all four claims
of patent in suit, counterclaim for de-
claratory judgment that all four claims
were invalid was proper, and served to
hold validity of all four claims in suit,
even though plaintiff later attempted to
limit its action to claims three and four.
28 U.S.C.A. §§ 1338, 1400, 2201; Clay-
ton Act, § 4, 15 U.S.C.A. § 15.

2. Patents €314
First step in deciding a patent case
is to decide scope of patent in suit.

3. Patents €314

A court in a patent case should con-
sider how ambiguous the claimed am-
biguity really is, and how difficult a
task it would have been to make claim
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read literally what it is urged to mean
by reference to specification.

4. Patents €=167(114)

If ambiguity in patent claim could
have been avoided with reasonable ease
initially, the court should give the word
in question in the claim its normal Eng-
lish meaning unlimited by narrow lan-
guage of the specification.

5. Patents €=32, 58

If a defendant seeks to avoid pay-
ing damages for infringement of a pat-
ent by claiming that the patent is void
because of anticipation by prior art or
obviousness from prior art, he must
prove these contentions. 35 U.S.C.A. §§
102, 103.

6. Patents €=112(1)

There is a strong presumption of
validity attaching to an issued patent,
but if best prior art was not before pat-
ent examiner when the patent was is-
sued, that presumption is greatly weak-
ened. 35 U.S.C.A. §§ 102, 103.

7. Patents €=51(1)

In order to establish anticipation
by prior art, it must appear that every
material element of claim in question
was disclosed by a single prior art ref-
erence. 35U.S.C.A. § 102.

8. Patents €=18

In order to establish obviousness, it
must appear that state of relevant prior
art was such that claimed invention
would have been obvious to one of ordi-
nary skill in art in question. 35 U.S.
C.A. § 103.

9. Patents €66 (1.24)

Claims 1 and 2 of patent relating to
a method for maintaining interior of
tubing or tubular members devoid of
contamination and undesirable deposits
for prolonged periods of time were un-
patentable over prior art and void. 35
U.S.C.A. §§ 102, 103.

10. Patents €18

Claims 3 and 4 of patent relating
to a method for maintaining interior
of tubing or tubular members devoid
of contamination and undesirable depos-

352 FEDERAL SUPPLEMENT

its for prolonged periods of time were
obvious and therefore unpatentable. 35
U.S.C.A. §§ 102, 103.

11. Patents €=328(2)

Claims 1-4 of patent No. 3,247,747
relating to a method for maintaining
interior of tubing or tubular members
devoid of contamination and undesira-
ble deposits for prolonged periods of
time were invalid. 35 U.S.C.A. §§ 102,
103.

12. Monopolies €=12(15)

Holder of a patent monopoly may be
liable for treble damages under Clayton
Act if there was a knowing, wilful and
intentional act of misrepresentation to
patent office (though silence with rele-
vant knowledge may constitute such an
act in appropriate cases), if misrepre-
sentation was material, if misrepre-
sentation was such that patent office
relied on it and this reliance was rea-
sonable, if holder of patent either prac-
ticed fraud complained of or attempted
to enforce patent monopoly with knowl-
edge of the fraud, and if one of essential
elements of violation of section 2 of
Sherman Act is shown. Clayton Act,
§ 4, 15 U.S.C.A. § 15; Sherman Anti-
Trust Act, § 2, 15 U.S.C.A. § 2.

13. Patents €97

Where patent office should have
caught untruth, fraud will not be found,
though a court as a court of equity may
refuse to enforce a patent so obtained.

14. Monopolies €28(7.4)

Burden of persuasion on defendant,
who counterclaims against plaintiffs in
a patent infringement action for treble
damages under Clayton Act, to show
that there was a knowing, wilful and
intentional act of misrepresentation to
patent office, that misrepresentation was
material, and that the misrepresentation
was such that patent office reasonably
relied on it is proof by clear and con-
vincing evidence. Clayton Act, § 4, 15
U.S.C.A. § 15; Sherman Anti-Trust Act,
§2,15U.S.C.A. § 2.

15. Fraud €=58(1)
A mere preponderance of evidence
may not be basis for a finding of fraud.
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16. Patents €92

A person who has merely followed
instructions of another in performing ex-
periments is not a ‘“‘co-inventor” of the
object to which those experiments are
directed.

17. Patents €90(1)

To claim inventorship is to claim at
least some role in final conception of
that which is sought to be patented.

18. Patents €97

Infringer’s claim that someone is
on a patent as inventor who should not
be constitutes a technical defense, and
is looked upon with disfavor by the
courts, and clear and convincing proof
is required to sustain it.

19. Patents €292

Lab technician, who carried out a
certain experiment under instructions of
his superiors, recorded the results, and
moved on to other things, was not a ‘“co-
inventor,” and hence defendant’s coun-
terclaim, insofar as it was based on al-
leged wilful concealment of nonjoinder
of a coinventor, must fail.

See publication Words and Phrases

for other judicial constructions and

definitions.

20. Patents €97

Although it might be argued that
role of lab technician, who discussed
claimed method generally with head of
plastics research for corporate owner of
patent in question and whose name was
on patent, was at most merely that of
an employee assistant, federal district
court, in resolving issue as to alleged
fraudulent concealment of misjoinder of
inventors, would deem lab technician a
properly named inventor for failure of
clear proof to the contrary.

21. Patents €92

Lab technician, who came to project
at a point where method claimed in pat-
ent in suit was already fully conceived
and who became involved after idea for
every complete step in method existed,
was not a ‘“co-inventor” of the method
claimed in patent in suit and was mis-
joined.

22. Patents €109

Misjoinder of lab technician as a
coinventor of claimed method, at point
of its discovery, was “error” within stat-
ute providing that whenever a person is
joined in an application for patent as
joint inventor through error and such
error arose without any deceptive inten-
tion on his part, the commission may
permit application to be amended, even
if it resulted from mistake of counsel in
interpreting the law, if it initially came
about “without deceptive intent.” 35
U.S.C.A. §§ 116, 120, 121.

See publication Words and Phrases

for other judicial constructions and

definitions.

" 23. Patents €97

If, with respect to misjoinder of a
lab technician as a coinventor of claimed
method, point of first mistake was filing
of original application, it must have
been without deceptive intent, where
there was nothing to be gained from not
filing original application to indicate
true ownership of method, had it then
been known, or from not filing a sepa-
rate application for method at that time
in name of proper inventors. 35 U.S.
C.A. §§ 116, 120, 121.

24. Patents €109

With regard to whether there was a
knowing and wilful concealment of mis-
joinder of a lab technician as a coin-
ventor of claimed method, there could
not have been deceptive intent present
on date of filing of method claims as an
amendment to original application, be-
cause there could have been a proper
filing of a ‘“continuing application” at
that time in names of proper inventors,
entitled to original filing date. 35 U.S.
C.A. §§ 116, 120, 121.

25. Patents €=90(1)

Statute, which provides that an ap-
plication for patent for an invention dis-
closed in certain manner in an applica-
tion previously filed in the United
States by same inventor shall have, un-
der certain circumstances, the same ef-
fect as to such invention as though filed
on date of prior application, may be used
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to get filing date of a parent even after
patent on parent has issued as long as
there is a continuous chain of wvalid
outstanding applications, the continuing
application at end of chain is corrected
by removing misjoined inventors and
all links in the chain which need to be
corrected are properly corrected. 35 U.
S.C.A. §§ 116, 120, 256.

26. Patents €97

Even if corporate owner of patent
knew of misjoinder of a lab technician
as a coinventor of claimed method and
thought it was defrauding patent office
because it had not read the law, such
act would lack materiality necessary to
sustain claim of knowing and wilful

concealment of misjoinder of inventors,

where this act would not have resulted
in getting something that owner was not
entitled to. 35 U.S.C.A. §§ 116, 256.

27. Patents €109

One should be able and is able to
remove inventors misjoined without de-
ceptive intent at any stage without los-
ing any benefit, including benefit of
filing date of earliest subject matter
disclosure, as long as all real inventors
were then present, no matter how many
extra misjoined noninventors there may
have been. 35 U.S.C.A. §§ 116, 256.

28. Patents €=97

An attorney practicing before pat-
ent office owes a high duty of candor to
the examiner, but also has a duty of
advocacy.

29. Patents €97

In a patent proceeding the examiner
should be an advocate for public interest
and should not be too easily swayed by
applicant’s attorney.

30. Patents &=97

Plaintiff’s attorney’s written state-
ment to patent examiner, during prose-
cution of patent application, that, inter
alia, “‘the rejection should be withdrawn,
at least as to claims 3 and 4, because
as to those claims, the seal thus form-
ed wouldn’t hold the pressure” amcunt-
ed to no more than mere advocacy,
and was an argument put forth for
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evaluation of expert examiner, not a
fraudulent statement of fact.

31. Patents €97

Even if plaintiff’s attorney puffed
up significance of exhibits in his argu-
ment to patent office during prosecu-
tion of patent application, attorney’s ar-
gument did not rise to level of a fraudu-
lent misstatement of material fact,
where exhibits were there for examiner’s
independent scrutiny, and they spoke
for themselves.

32. Patents €325(11)

Generally, decision to award attor-
neys fees to prevailing party in patent
infringement suit is based on a finding
of some misconduct by losing party, and
this misconduct may be misconduct in
securing the patent, or misconduct in
conducting the litigation after the pat-
ent has been secured. Sherman Anti-
Trust Act, § 2, 15 U.S.C.A. § 2; 35 U.S.
C.A. § 285.

33. Patents €=325(11)

For purposes of statute providing
that the court in exceptional cases may
award reasonable attorney fees to pre-
vailing party in pending infringement
suit, misconduct before patent office
need not be fraudulent, but only grossly
negligent so as to evidence a disregard
for the truth. Sherman Anti-Trust Act,
§ 2,15 U.S.C.A. § 2; 35 U.S.C.A. § 285.

34. Patents €=325(11)

Basic rationale behind statute au-
thorizing the court in exceptional cases
to award reasonable attorney fees to
prevailing party in patent infringement
action is compensatory, not punitive. 35
U.S.C.A. § 285.

35. Patents €=325(11)

Major purpose of statute authoriz-
ing the court in exceptional circum-
stances to award reasonable attorney
fees to prevailing party in patent in-
fringement action is to compensate a
prevailing party for monies which he
had to spend which he would not have
had to spend but for losing party’s mis-
conduct. 35 U.S.C.A. § 285.
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36. Patents €=325(11)

Absent any compensatory justifica-
tion, disciplining of patent attorneys is
better pursued through other available
channels and not by an award of attor-
neys fees. 35 U.S.C.A. § 285.

37. Patents €=325(11)

In light of fact that affidavits of
misjoined inventor before patent office
did not clearly appear to have been oth-
er than good-faith errors, and in view
of fact that arguments of counsel to
patent office did not evidence a ‘“‘reck-
less disregard for the truth” even if
they were slightly puffed, attorneys fees
would not be awarded to defendant un-
der statute authorizing the court in ex-
ceptional cases to award reasonable at-
torney fees to prevailing party in pat-
ent infringement action. 35 U.S.C.A.
§ 285.

—_———————

Don K. Harness, Richard E. Dibner,
Harness, Dickey & Pierce, Detroit,
Mich.,, for plaintiff.

Arthur H. Seidel, William W. Schwarze,
Seidel, Gonda & Goldhammer, Philadel-
phia; Pa., for defendant.

OPINION AND ORDER
NEWCOMER, District Judge.

This patent infringement action was
instituted by Mueller Brass Co., a
Michigan Corporation. Mueller Brass is
the record owner of U. S. Letters Pat-
ent No. 3,247,747, originally issued to
John Fueslein, et al. September 27, 1966.
The defendant is Reading Industries, a
Delaware Corporation with offices and
manufacturing facilities in Reading,
Pennsylvania where the alleged infringe-
ments occurred. The case is therefore
properly before the Court under 28 U.
S.C. § 1338, and venue is proper under
28 U.S.C. § 1400.

This action was originally brought al-
leging infringement of all four claims of
the patent in suit. Defendant, Reading,
counterclaimed for a declaratory judg-
ment under 28 U.S.C. § 2201 that all
four claims are invalid, and also coun-
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terclaimed for treble damages under Sec-
tion 4 of the Clayton Act (15 U.S.C. §
15) alleging a violation of Section 2 of
the Sherman Act (15 U.S.C. § 2). In
February of 1970, Mueller Brass at-
tempted to limit its action to claims 3
and 4, a limitation in which Reading
has never acquiesced.

[1] The counterclaim for declara-
tory judgment was proper, and served to
hold the validity of all four claims in
issue. Altvater v. Freeman, 319 U.S.
359, 63 S.Ct. 1115, 87 L.Ed. 1450 (1949).
Having been sued on claims 1 and 2 ini-
tially, defendant need not wait to be
sued again. Because of this, it is un-
necessary to decide if dropping two of
four patent claims is the dismissal of an
action requiring agreement of both par-
ties under Federal Rule Civ.Proc. 41(a).

SCOPE OF THE PATENT

The first step in deciding a patent
case is to decide the scope of the patent
in suit. The patent law has its own
jurisprudence and rules of construction,
and like other areas of the law, there
are major lines of decisions which have
given rise to principles which appear,
on the surface, at any rate, to be contra-
dictory. Thus, some cases hold that pat-
ents are to be liberally construed in fa-
vor of the validity of the patent, that
patentees are allowed much latitude in
their language, that the specification
should be resorted to in cases of ambigu-
ity to interpret the meaning of the lan-
guage of the claims, and even that the
wording of the claims may be rendered
ambiguous by a difference between the
language of the claims and the sup-
porting drawings, an ambiguity which
should be resolved to uphold the patent.
This general line of thought is typified
by the statement that a patent ought
not to be defeated by ‘“technical adher-
ence to the letter of the statute, or by
the application of artificial rules of in-
terpretation.” Topliff v. Topliff, 145
U.S. 156, 172, 12 S.Ct. 825, 831, 36 L.
Ed. 658 (1891). See generally Strong-
Scott Manufacturing Co. v. Weller, 112
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F.2d 389 (8th Cir. 1940) and Deller’s
Walker on Patents, 2d Ed., § 226.

Another line of cases takes a hard
line against resort to the specification
of a patent either to expand a claim to
cover accused activity or to contract it
to avoid prior art. The progenitor of
this line may be taken to be White v.
Dunbar, 119 U.S. 47, 51-52, 7 S.Ct. 72,
74, 30 L.Ed. 303:

“Some persons seem to suppose that
a claim in a patent is like a nose of
wax, which may be turned and twisted
in any direction, by merely referring
to the specification, so as to make it
include something more than, or
something different from, what its
words express. The context may, un-
doubtedly, be resorted to, and often
is resorted to, for the purpose of bet-
ter understanding the meaning of the
claim; but not for the purpose of
changing it and making it different
from what it is. The claim is a statu-
tory requirement, prescribed for the
very purpose of making the patentee
define precisely what his invention is;
and it is unjust to the public, as well
as an evasion of the law, to construe
it in a manner different from the plain
import of its terms. This has been
so often expressed in the opinions of
this court that it is unnecessary to
pursue the subject further.”

The quoted language is not without
its problems, however, in that it is often
difficult to tell the difference between
resorting to a claim to better under-
stand a term from its context, and chang-
ing the meaning of the word. Many of
the cases resorting to the specification
came after White v. Dunbar and merely
resorted to the context of the specifica-
tion to conclude that an ordinary English
word meant something other than its
apparent English meaning. The prob-
lem with ambiguity as a standard for
resort to the specification is that vir-
tually all language has some degree of
ambiguity.

The growth of the hard line rationale
is typified by the following quote from
In re Levy, 55 App.D.C. 137, 2 F.2d 939,
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a 1924 case of the Circuit Court for the
District of Columbia sitting on an ap-
peal from a patent office rejection of a
patent application:

“The party who states his claims be-
fore the Patent Office in broad lan-
guage is not in a position, when
thrown into interference, to read limi-
tations into them. The reason is ob-
vious. If he has asked too much, he
may reform his claims in an appropri-
ate proceeding. When he takes claims
broader than his invention, however,
he thereby is enabled unduly to harass
the public.”

To the same effect: Nichols v. 3M Co.,
109 F.2d 162 (4th Cir. 1940), In re
Henschell, 90 F.2d 357 (Cust. & Pat.
App., 1937), In re Kuhrts, 95 F.2d 325,
25 C.C.P.A., Patents, 1043 (1937), and
In re Gillis, 102 F.2d 902 (Cust. & Pat.
App., 1939).

To be sure, the early development of
the hard line was in cases involving the
denial of appeals from Patent Office
rejection and there are different consid-
erations involved in an appeal from the
denial of a patent and in determining
the scope of an issued patent, but in
1948 the Supreme Court adopted the
hard line in the latter circumstance in
Graver Tank & Manufacturing Co. v.
Linde Air Prod. Co., 336 U.S. 271, 69
S.Ct. 535, 93 L.Ed. 672, where Mr. Jus-
tice Jackson wrote for a unanimous
Court:

“The difference between the Dis-
trict Court and the Court of Appeals
as to these findings comes to this:
The trial court looked at claims 24
and 26 alone and declined to interpret
the terms ‘silicates’ and ‘metallic sili-
cates’ therein as being limited or qual-
ified by specifications to mean only
the nine metallic silicates which had
been proved operative. The District
Court considered that the claims
therefore were too broad and compre-
hended more than the invention. The
Court of Appeals considered that be-
cause there was nothing in the record
to show that the applicants for the
patent intended by these claims to as-
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sert a monopoly broader than nine

metallic silicates named in the specifi-

cations, the court should have con-
strued the claims as thus narrowed
and limited by the specifications.

. We have frequently held that

it is the claim which measures the

grant to the patentee. (citations omit-
ted) While the cases more often have
dealt with efforts to resort to specifi-
cations to expand claims, it is clear
that the latter fail equally to perform
their function as a measure of the
grant when they overclaim the inven-
tion. When they do so to the point
of invalidity and are free from am-
biguity which might justify resort to
the specifications, we agree with the

District Court that they are not to be

saved because the latter are less in-

clusive. (citations omitted)” Id., at

276-277, 69 S.Ct. at 538.

While it is true that the Court in
Graver Tank was dealing with an at-
tempt to resort to the specification to
avoid invalidity for failure to particu-
larly claim the invention in question, it
is clear that the same principles apply
when the attempted resort to the specifi-
cation is for the purpose of avoiding the
prior art. As Judge Learned Hand said
in Foxboro Co. v. Taylor Instruments
Co., 157 F.2d 226 (2d Cir., 1946):

“We should have no warrant for
limiting the claims by the elements of
the disclosure which they do not in-
clude, even if the elements were new.
A patentee who claims broadly must
prove broadly; he may not claim
broadly, and recede as he later finds
that the art unknown to him has lim-
ited his invention. That is the chance
he must take in making broad claims;”
1d., at 232.

Graver Tank does not really over-rule
previous cases resorting to specifica-
tions to contract claims, but it does im-
ply that a more severe standard of lin-
guistic ambiguity must be applied than
previous Courts had done in the past.

[2, 3] A Court should consider how
ambiguous the claimed ambiguity really
is, and how difficult a task it would

have been to make the claim read literal-
ly what it is urged to mean by reference
to the specification. People who draw
patents sometimes yield to the tempta-
tion to claim broadly, with a ready re-
treat to the narrowness of the specifi-
cation planned if the patent comes under
heavy attack. Their escape hatch is a
word claimed to be ambiguous. If the
ambiguity could have been avoided with
reasonable ease initially, such bet-hedg-
ing should not be allowed, and the Court
should give the word in question in the
claim its normal English meaning un-
limited by the narrow language of the
specification.

It is with these considerations in mind
that we turn to an examination of the
claims of the patent in suit. They are
short enough to be conveniently repro-
duced here in their entirety and they
claims as follows:

1. A method for maintaining the
interior of tubular members devoid
of contamination and deposits for pro-
longed periods of time which compris-
es the steps of cleaning the interior
of the members to remove undesira-
ble deposits from the inner surfaces
thereof, purging the interior of the
cleaned said members with a substan-
tially moisture-free inert fluid, and
thereafter sealing said inert fluid in
the interior of said members.

2. A method for maintaining the
interior of tubing devoid of contami-
nation and undesirable deposits for
prolonged periods of time which com-
prises the steps of cleaning the in-
terior surfaces of the tubing to re-
move undesirable deposits therefrom,
drying and purging the interior of
the cleaned said tubing, introducing a
substantially moisture-free inert fluid
into the tubing, and thereafter seal-
ing said inert fluid within the interior
of said tubing.

3. A method for maintaining the
interior of tubing devoid of contami-
nation and moisture for prolonged pe-
riods of time which comprises the
steps of cleaning the interior of the
tubing to remove foreign matter



1364

from the inner surfaces thereof, dry-
ing the interior of said tubing to re-
move substantially all of the moisture
therefrom, purging the interior of the
dried and cleaned said tubing with a
substantially moisture-free inert fluid,
and thereafter sealing the ends of said
tubing to entrap said inert fluid there-
in at a pressure greater than the pres-
sure of the surrounding atmosphere.

4. A method for maintaining the
interior of refrigeration and air con-
ditioning tubing devoid of contamina-
tion and moisture for prolonged peri-
ods of time which comprises the steps
of cleaning the interior of the tubing
to remove foreign matter from the in-
ner surfaces thereof, drying the in-
terior of the cleaned said tubing, pres-
surizing the interior of said tubing
with an inert fluid to a pressure above
atmospheric pressure, and thereafter
sealing said pressurized inert fluid
within the interior of said tubing.

The plaintiff has urged that the pat-
ent in suit is narrower in many respects
than the language of its claims suggest.
Specifically, plaintiff urges that the pat-
ented process applies only to hard-
drawn large-diameter copper ACR!
tubing, that the sealing means indicated
by the claims is limited to rubber or
plastic deformable plugs, and that the
term “inert fluid” means only nitrogen,
and that these revelations may be had
by reference to the specification. The
Court is unpersuaded; first, because
none of the language employed in the
claims is very ambiguous, and second be-
cause as regards every asserted limita-
tion save two, the specification by its
own language is no more restricted than
the claims, each reference to the alleged
limiting factor being clearly exemplary,
insofar as it is present at all.

The two limitations urged by plain-
tif“f which gain some support from the

I. ACR is a term of art in the tubing indus-
try which refers to hard-drawn straight-
length medium to large diameter copper
tubing manufactured according to strin-
gent standards of quality relating to, inter
alia, bore smoothness and imperfection,
cleanliness, etc. ACR tubing, as a sep-
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language of the specification are that
the word “seal” as used in the claims
means “seal by rubber or plastic de-
formable plugs” and that the word
“fluid” means “gas.”

As to plaintiff’s contention that the
third and fourth lines from the bottom
of page 7 of the specification establish
that the word “seal” in its various
forms as used in claims 1-4 of the pat-
ent in suit means only to seal by means
of rubber or plastic plugs, it is true
that the language found there does not
seem to be setting out only an example.
The passage in question reads in perti-
nent part:

“One end of the substantially dry

purged tubing containing inert gas is

thereafter sealed employing a sealing

plug of the type shown in the draw-

ings ”  (emphasis supplied)

Plaintiff makes a dangerous argu-
ment. It would like the Court to hold
that the word “type” narrows the means
of sealing to plugs to avoid the prior
art, but doesn’t narrow it all the way
down to plugs of the design “shown in
the drawings” which would let everyone
out of the infringement net who used a
rubber plug of a different design. The
word “type” here is more ambiguous
than anything in the claims.

It is unnecessary to resolve this dilem-
ma however. This Court finds the word
“seal” as used in the claims no more am-
biguous than was the word “silicate” in
the claims under scrutiny in Graver
Tank.

The Court is unimpressed by plain-
tiff’s argument that the phrase ‘“seal-
ing the ends of said tubing” as used in
claim 38 necessarily negates crimp seal-
ing since a crimp seals the end and a
portion of the tube slightly inboard of
the very very end. This is mere se-
mantic straining. Having viewed the
crimp seals of the exhibits introduced at

arate product, was not manufactured un-
til 1960. Before this time, most industri-
al air-conditioning and refrigeration in-
stallations using hard drawn large diame-
ter copper tubing seem to have been done
with the tubing industry’s standard quali-
ty tubing of that type.
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trial, it is obvious that anyone seeing
them would say that they seal the ends
of the tubing. Further, the point of
seal of a rubber plug is also inboard of
the very very end.

The plaintiff also argues that a erimp
and solder seal would not work in claims
3 and 4, because the pressure of the
inert fluid within the tube would blow
the solder out before it hardened to a
pressure tight seal. However, crimp and
solder seals proper to the claimed proc-
ess could be accomplished in a pressure
chamber where the pressure on both
sides of the solder was equalized. Al-
though no one has developed such a proc-
ess within the industry, if developed it
would read on the patent. Further, the
exclusion of crimp and solder seals from
claims 3 and 4 would still leave various
valves and fittings for sealed closure be-
sides rubber or plastic plugs, and the
claims are so broad that various applica-
tions of tubing thus prepared now or in
the long life of the patent are not exclud-
ed from its scope, and the Court cannot
say that they are unlikely.

“Seal” means to close to the degree
required by the process, by whatever
means. It does not appear to have been
limited to the use of rubber or plastic
plugs in the claims. The claims appear
to have been drawn broadly to claim
broadly. Had a narrower meaning than
the obvious one been intended for the
word “seal” it would have been wonder-
fully easy to have said so. For better
or worse, the patentees chose to use the
word seal unmodified in the claims, and
it appears to this Court that the choice
was intentional. Their assignee will
not now be allowed to retreat to a nar-
rower reading than the obvious by ref-
erence to the specification, especially
when the now-claimed limitation is not
even present in the specification direct-
ly, but only by implication from the con-
struction of one sentence in the specifi-
cation.

Similarly, the Court finds the word
“fluid” used in the claims too unam-
biguous in the language of science and
engineering and too easily modified had

that been intended, to resort to the
claims and assign it the meaning “gas,”
or “nitrogen.”

Accordingly, the Court finds that the
claimed invention is broadly directed to
a method for maintaining the interior
of tubing or tubular members devoid of
contamination and undesirable deposits
for prolonged periods of time. None
of the claims specify any particular kind
of tubing or tubular member which is
to be so maintained, except that claim 4
refers to “refrigeration and air condi-
tioning tubing” without further speci-
fying any particular kind of refrigera-
tion and air-conditioning tubing. Many
different kinds of tubing have refrig-
eration and air conditioning applica-
tions, and the term ‘“refrigeration and
air conditioning tubing” in claim 4 does
not limit the claim to large diameter
hard-drawn straight-length copper tub-
ing (known in the trade as ACR tub-
ing) but includes soft temper copper
tubing of any size with common refrig-
eration or air conditioning applications,
and tubing of any other material with
common refrigeration or air condition-
ing applications, such as stainless steel
or plastic tubing.

None of the claims of the patent in
suit is limited as to the size of the tubu-
lar members or tubing to which the
claimed method is directed. Even though
claim 4 is limited to refrigeration and
air conditioning tubing, such tubing
ranges from the small diameters of cap-
illary tubing to diameters of several
inches.

None of the claims is limited to any
particular configuration of tubing or
tubular members. Various configura-
tions of tubing were known prior to the
alleged invention, including coils and
straight lengths, and, with reference to
claim 4, they had been used in refrigera-
tion and air conditioning applications.

None of the claims is limited to any
particular method of cleaning, and it is
only specified that undesirable deposits
or foreign matter be removed from the
interior surfaces of the tubing.
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None of the claims is limited to any
particular method of drying, and claim
1 does not require drying at all, even
though a tube treated according to claim
1 must be filled with dry inert fluid.?

The term ‘“purge” as used in the claims
means to displace and replace the original
oxygen and moisture bearing atmosphere
within the tubing with an atmosphere of
pure dry inert fluid. It is true that the
word “purge” in claim 2 is not directly
related to the inert fluid. Still, as no
other purging medium is revealed, the
interpretation of the court appears most
reasonable.

Claim 4 does not appear to require a
purging step. This is somewhat prob-
lematical. How else except by purga-
tion does the original oxygen bearing at-
mosphere within the tube depart? The
Court supposes that some sort of vacuum
device might be utilized to avoid direct
displacement by the inert fluid. How-
ever, no such process was ever intimated
by plaintiff at any time, or by defendant
for that matter. It seems more rea-
sonable to the Court that the inclusion
of the filling-pressurizing step in claim
4 right after the drying step makes
purgation present by necessary implica-
tion, since one cannot fill the interior of
tubing completely with dry inert fluid
without purging the atmosphere which
was present before such filling.

None of the claims is limited to any
particular type of inert fluid, the only
requirement being that the fluid be inert
to the interior surfaces of the tubing
under the conditions of transport and
field handling normally encountered by
whatever kind of tubing is prepared by
the claimed method. Moreover, since
the word “fluid” includes both gases and
liquids, none of the claims is limited to
the use of a gas.

None of the claims is limited to any
particular method or means of sealing
the inert fluid within the interior of the
tubing or tubular members, such as by
plugs.

2. This does not mean that the dry inert
fluid was intended to go into a wet tube—
this claim was probably intended to cover
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Only Claims 3 and 4 require that the
inert fluid be sealed within the tubing
at a pressure greater than atmospheric
pressure, and neither of these claims
specify how much greater such pressure
shall be than the surrounding atmos-
phere.

PRIMA FACIE INFRINGEMENT

[4] The Court finds no merit in de-
fendant’s contention that its accused
method does not infringe the claims of
the patent in suit. Defendant argues
that, since it plugs its tubing and then
pressurizes with nitrogen through a hy-
podermic-like needle after sealing, it
does not pressurize then seal as in claims
3 and 4, but rather seals then pres-
surizes. However, it appears that the
final sealing does not take place until
withdrawal of the needle and is the re-
sult of the self-sealing characteristics of
the plug rubber. This would seem to the
Court to be within the scope of pres-
surizing, then sealing as described in
claims 3 and 4 of the patent in suit.
This Court concludes that defendant’s
accused method infringes each of the
four claims of the patent in suit. There-
fore, the defendant is liable for damages
for infringement of claims 3 and 4 (the
only claims plaintiff now presses), un-
less the patent is in some way invalid.

PRESUMPTION OF VALIDITY OF AN
ISSUED PATENT

[5,6] If a defendant seeks to avoid
paying damages for the infringement of
a patent by claiming that the patent is
void because of anticipation by the prior
art under 35 U.S.C. § 102 or obvious-
ness from the prior art under 35 U.S.C.
§ 103, he must prove these contentions.
It is a commonplace of patent law that
there is a strong presumption of validity
attaching to an issued patent, but that if
the best prior art was not before the
patent examiner when the patent was ap-
proved, that presumption is greatly
weakened. See Graham v. John Deere

possible methods of drying the tube first,
then cleaning it by moisture free meth-
ods.
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Co., 383 U.S. 1, 86 S.Ct. 684, 15 L.Ed.2d
545 (1966). The word “presumption” is
probably the most abused term of art in
the entire lexicon of the law. See Ash-
ford and Risinger, Presumptions, As-
sumptions and Due Process in Criminal
Cases. A Theoretical Overview, 79 Yale
L.J. 165 (1969). In this context in the
patent law, “presumption” appears to
mean that a judge should use great re-
straint in finding something obvious,
anticipated, etc., in hindsight when the
patent examiner who originally approved
the patent is an expert having daily con-
tact with the subject matter of the pat-
ent law and the art, and the judge is
not.3 However, if the examiner did not
consider the best prior art, then of
course, the trial judge is thrown back on
nothing more than his own best judg-
ment concerning the implications of that
prior art, since it was never passed on
by the examiner.

In the present case, the Court notes
that the two prior art references which
the Court considers both the best prior
art and dispositive were not considered
by the Patent Office.

LEGAL STANDARDS OF ANTICIPA-
TION AND OBVIOUSNESS

[71 1In order to establish anticipation
under 35 U.S.C. § 102, it must appear
that every material element of the claim
in question was disclosed by a single
prior art reference.4 As was said in Cold
Metal Process Co. v. Carnegie Illinois
Steel Corp., 108 F.2d 322 (3rd Cir., 1939)
cert. den. 309 U.S. 665, 60 S.Ct. 590, 84
L.Ed. 1037 (1940):

“A patent relied upon as an anticipa-
tion must itself speak. Its specifica-
tion must give in substance the same
knowledge and the same directions as
the specification of the patent in suit.
Otto v. Linford, 46 L.T.(N.S.) 35, 44, it

3. The actual strength to be accorded to
this “presumption” was undermined by the
Supreme Court itself in Graham, supra,
383 U.S. at p. 18, 86 S.Ct. 684, where
the Court levelled sharp criticism at the
leniency of the Patent Office in finding
invention where there is none.

is not enough to prove that a method
or apparatus described in an earlier
specification can be made to produce
this or that result. Flour Oxidizing
Co. v. Carr & Co., 35 R.P.C. 457. A
singularly sensible test of the rule of
anticipation is given in British Thom-
son-Houston Co. v. Metropolitan Vick-
ers Electrical Co., 45 R.P.C. 22, by ask-
ing the question—‘Would a man who
was grappling with the problem solved
by the patent attacked, and having no
knowledge of that patent, if he had
had the alleged anticipation in his
hand, have said: ‘That gives me what
I wish?’’”

For similar language, see Judge Han-
num’s recent opinion in Congoleum In-
dustries, Inc. v. Armstrong Cork Co., 339
F.Supp. 1036 (E.D.Pa., 1972).

[8] In order to establish obviousness
under 35 U.S.C. § 103, it must appear
that the state of the relevant prior art
was such that the claimed invention
would have been obvious to one of ordi-
nary skill in the art in question. The
proper approach to the problem was out-
lined by the Supreme Court in Graham
v. John Deere, supra, 383 U.S. at p. 17,
86 S.Ct. at p. 694, where the Court said:

“Under § 103, the scope and content
of the prior art are to be determined;
differences between the prior art and
the claims at issue are to be ascer-
tained; and the level of ordinary skill
in the pertinent art resolved. Against
this background, the obviousness or
nonobviousness of the subject matter
is determined.”

It appears from the evidence that peo-
ple who are charged with concerning
themselves with improvements in tubing
and tube-making procedures by tubing
companies are generally graduate en-
gineers who have staffs of non-engineer
technicians who are at least high school

4. There may be some circumstances not
relevant here where it is proper to com-
bine references under § 102. See Package
Devices, Inc. v. SunRay Drug Co., 432
F.2d 272 (3rd Cir., 1970).
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graduates and often have post-high
school education. Generally the ideas
come from the engineers and are tested
or reduced to practice by the technicians.
This is not to say that the technicians
never have valuable ideas—they probably
do. But in judging the “ordinary level
of skill” in the art, it is the level of skill
of those who normally attack the prob-
lems of the art that counts, and those
who do most of the problem solving
in tube-making research and develop-
ment are graduate engineers. As such
they are chargeable with certain general
knowledge concerning the principles of
engineering, outside the narrow field of
tube-making, and with the skills, in-
genuity and competence of the average
professional engineer.

ANTICIPATION AND OBVIOUSNESS
IN RELATION TO CLAIMS 1 & 2

The only prior art which need be dis-
cussed with reference to claims 1 and 2
of the patent in suit is the 1933 U.S.
Patent No. 1,916,474 to F. W. French,
et al., for a method of making copper
and copper alloy tube, which was not
considered by the Patent Office (here-
inafter referred to as “French”). French
revealed :

“Filling a drawn metal tube with a
non-oxidixing gas or a gas which will
have no effect on the tube, and then
sealing the ends of the tube to retain
the gas therein, [so that] the inner
surfaces of the tube can be maintained
clean, bright, and dry during subse-
quent manufacturing operations and
until the tube is actually placed in
service by the user.”

Claim 1 of the patent in suit teaches
cleaning tube, purging tube with inert
fluid, and sealing the inert fluid inside,
to keep it clean inside until use.

Claim 2 of the patent in suit teaches
cleaning tube, drying tube, purging tube
with a dry inert fluid, and sealing the
inert fluid inside to keep it clean and
dry inside until use.

The French patent teaches taking
clean dry tube and filling it completely
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with inert fluid, thereafter sealing the
inert fluid inside to keep the tube clean
and dry through various manufacturing
processes and up to initial use.

It is true that French does not specifi-
cally spell out any purgation, but pur-
gation is a corollary of filling the tube
completely with inert gas, as was ex-
plained in relation to claim 4 of the pat-
ent in suit above.

It is also true that French does not
spell out the steps of cleaning and dry-
ing. This is because the tubing in
French was nitrogen charged at a point
in its manufacture when it was clean
and dry. But cleaning and drying steps
added to the beginning of this process
cannot create patentability. Cleaning
and drying are conceded to be old in
the tubemaker’s art. In this context
there is no difference between saying
“clean a tube and dry a tube’” and saying
“take a clean, dry tube.”

It might be argued that there is no
reference in French to dry nitrogen.
However, one object of the process in
French was to maintain the tube in a
dry condition until ultimate use. No
competent engineer would use nitrogen
with a dew point high enough to produce
moisture contamination under the con-
ditions which might be encountered until
use in such a case. The requirement
that the nitrogen be dry is present by
necessary implication.

[9] Because of this difference in
wording however, plaintiff may argue
that the French patent itself is not tech-
nically an anticipation of claims 1 and 2
of the patent in suit since an anticipa-
tion of a process patent requires that
each step in the process or its functional
equivalent appear in a single piece of
prior art. This Court thinks that the
functional equivalent of each step of
claims 1 and 2 is revealed by French.
However, even if the Court were to rule
otherwise on this fine metaphysical
question of anticipation under § 102, it
is clear that claims 1 and 2 would have
been obvious to one skilled in the field
of tube-making research and develop-
ment in light of French under 35 U.S.C.
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§ 103. Therefore, claims 1 and 2 of the
patent in suit are unpatentable over
French and void.

ANTICIPATION AND OBVIOUSNESS
IN RELATION TO CLAIMS 3
AND 4

Turning to claims 3 and 4 of the pat-
ent in suit, the only significant way in
which they differ from claims 1 and 2
is by the addition of the pressurization
of the tubing with the inert fluid utilized.
The Court deems it reasonably obvious
that the pressurization is to prevent the
inmigration of contaminants under vary-
ing conditions of temperature and at-
mospheric pressure which might be en-
countered during field storage of the
tube. The question is, does the addition
of the pressurization step render claims
3 and 4 patentable and valid.

The answer is no, and in order to dem-
onstrate this we need discuss only one
additional prior art reference. This is
the American District Telegraph Co.
Manufacturing Specification MS-790
(hereinafter referred to as MS-790)
which was known in the industry by at
least 1951.

MS-790 reveals taking clean dry small-
diameter soft copper tubing, filling it
with nitrogen (thereby purging it of
oxygen bearing air), pressurizing it with
dry nitrogen to check for leaks, then seal-
ing the dry nitrogen inside at pressure
above atmospheric to keep it uncontami-
nated by oxygen or moisture until use
The reason for the initial pressurization
may have been to check for leaks, but the
reason the nitrogen was ultimately sealed
in the tube under pressure was to pre-
vent the inmigration of contaminants
under such conditions of temperature
and atmospheric pressure as might be
encountered during storage. This is
made abundantly clear in the following
excerpt from the deposition of Mr. F.
M. Gibson of the Western District Tele-
graph Company, the man who wrote MS—
790:

Q. (By Mr. Seidel) In the course of

the procedure described in MS-

790, issue No. 3, exemplified by
352 F.Supp.—86Y2

Defendant’s Exhibit 32 for iden-
tification, previously marked, is
the tubing purged with nitrogen
gas?
(By Mr. Gibson) Yes.
Is nitrogen an inert gas?
Yes.
And then is the tubing sealed?
Yes.
Did you know of your own knowl-
edge in 1951 whether it was sig-
nificant that the tubing be sealed
in an airtight fashion?
Yes.
Was it significant?
Yes, it was.
Why ?
The purpose of sealing the tubing
is to prevent the entrance of any
dirt or foreign material during
the period between its manufac-
ture and installation on a fire de-
tection system.

Q. Was the gas, the nitrogen gas in-
side the tubing at atmospheric
pressure or superatmospheric
pressure?

A. Above atmospheric pressure.

Q. Did you know that to be the case
in 1951 when you prepared these
specifications ?

A. Yes, I did.

Q. What was the purpose of having
the nitrogen gas at superatmos-
pheric pressure?

A. If the interior of the tubing is
above atmospheric pressure, it
would be impossible for any dirt
to flow against the pressure into
the tube.

(Gibson deposition, pages 44 and 45)

Thus MS-790 anticipates the methods
claimed in claims 3 and 4 of the patent
in suit as completely as French does
those in claims 1 and 2. And again, the
Court is faced with the same metaphysi-
cal dilemma with regard to anticipation
under 35 U.S.C. § 102. Here as there,
the court finds every material element
of claims 3 and 4 present in MS-790, and

eropopr
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finds claims 3 and 4 invalid by antici-
pation.

[10] However, even if we were to
conclude that some minor element of
claims 3 and 4 was missing from MS-
790, it is obvious that claims 3 and 4 are
obvious in light of MS-790 and there-
fore unpatentable under 35 U.S.C. §
103.5

It is fairly obvious what happened in
this case. The inventors of the patent
in suit worked out a way to apply an old
well-known method of storing tubing
clean and dry until use to large-diameter
hard-drawn tubing, which presented
some special problems when using the
method. Having done this, they pro-
ceeded to claim the old well-known meth-
od, without any reference to their adap-
tation of it. This may have been done
by oversight, by a greedy attempt to get
more than they should, or by ignorance
of the prior art. The reasons are imma-
terial. Clearly all that was claimed in
each of the four claims of the patent in
suit was old and the claims are therefore
invalid. As was said in In re Mraz, 455
F.2d 1069, 1072-1073 (Cust. & Pat.App.
1972):

“[C]laims are unpatentable when they

are so broad as to read on obvious sub-

ject matter even though they likewise

read on non-obvious subject matter.”

Plaintiff claims that the patentability
of its claims is proved by commercial
success and by defendant’s copying. Sec-
ondary considerations of commercial suc-
cess or copying cannot save a patent that
is clearly invalid, Graham v. John Deere
Co., supra, 383 U.S. at pages 17 and 18,
86 S.Ct. 684.

The Court is inclined to believe that
there was little invention involved in the
idea of using rubber plugs to adopt the
method of MS-790 to hard drawn large
diameter tubing. The court notes that
the probable reason this had not been
done before 1960 in the tubing industry

5. It should be noted MS-790 anticipates
claims 1 and 2 also, perhaps even better
than French, because MS-790 is some-
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was that ACR tubing itself, as a spe-
cific product, was new in 1960.

The air conditioning and refrigeration
industry is a child of twentieth century
technology. Commercially, it started
small. As a small market in terms of
the total copper tubing market, it didn’t
command great “customer services” from
the tubing industry initially. Further,
it appears that early compressors may
have been of low efficiency, but less sen-
sitive to dirt and moisture in the system
than later ones, or to the effects of slight
imperfections in the tube itself.

With the advent of large scale central
air conditioning in the forties and fif-
ties, the air conditioning and refrigera-
tion industry boomed, and became in-
creasingly important as a market for
copper tubing, and especially, as installa-
tions got larger, large-diameter hard-
drawn copper tubing. This tubing was
for the most part apparently supplied
from the tubing industry’s regular pro-
duction tubing.

As compressors got larger and more
efficient problems of dirt and moisture
contamination breakdown increased. One
of the sources of such contamination was
the tubing, and during the 1950’s air
conditioning and refrigeration people de-
veloped elaborate means of cleaning the
tubing on the jobsite before installation.

In late 1959 or early 1960, someone
at some tubing company (not Mueller
Brass Co., however) recognized that (1)
the air conditioning and refrigeration
industry was now large enough to form
a significant large-diameter hard-drawn
tubing market by itself, and (2) that
field problems were such that the air
conditioning and refrigeration industry
would be willing to pay a higher initial
price for special flawless clean dry tub-
ing which would eliminate some of the
field work and contamination break-
down. The idea of ACR tubing was
born.

what more specific as to cleaning and
drying as processes and makes specific
reference to the use of a dry inert fluid.
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Until this marketing decision was
made, no one in the tubing industry
would have bothered trying to adopt the
methods of MS-790 to large tubing,
since it was expensive and of no particu-
lar benefit in most applications of regu-
lar run tubing.

After ACR tubing hit the market, any-
one knowing of MS-790 would have seen
that the method of MS-790 would make
better ACR tubing, and anyone thinking
about how to adapt MS-790 to hard tem-
per large-diameter tubing like ACR tub-
ing would have thought of using some
form of cork (read “rubber plug”). The
exact form of the plug necessary for suc-
cessful adaptation might be a patentable
invention, but the Court doubts that the
adaptation of the method would ever be
held unobvious and patentable.

This discussion, however, is somewhat
academic, for insofar as there may have
been anything patentable in the method
of adapting the old processes of French
and MS-790 to the specific problems of
large-diameter hard tubing, it was not
particularly pointed out and distinctly
claimed in the patent in suit as required
by 385 U.S.C. § 112, and therefore cannot
form a basis of validity for the patent
in suit. Any way one looks at the patent
in suit, it is totally void.

[11] Having arrived at this conclu-
sion, we need not consider the rest of
defendant’s alleged defenses. It becomes
manifest that defendant is entitled to
its requested declaratory judgment that
all four claims of the patent in suit are
invalid.

DEFENDANT’S ANTI-TRUST COUN-
TERCLAIM

[12] Defendant has counterclaimed
against plaintiff praying treble damages
under Section 4 of the Clayton Act (15
U.S.C. § 15) for violation of Section 2
of the Sherman Act (15 U.S.C. § 2). It
is clear under Walker Process Equip-
ment, Inc. v. Food Mach. and Chem.
Corp., 382 U.S. 172, 86 S.Ct. 347, 15 L.
Ed.2d 247 (1965) that the holder of a
patent monopoly may be so liable for

treble damages under Section 4 of the
Clayton Act, if five conditions are prov-
en by the party seeking damages:

First, there must be a knowing, wilful
and intentional act of misrepresentation
to the patent office (though silence with
knowledge of relevant information con-
cerning prior art or inventorship may
constitute such an act).

Second, the misrepresentation must be
material, that is, it must be shown that
the patent would not have issued but for
the misrepresentation.

[13] Third, the misrepresentation
must be such that the Patent Office re-
lied on it, and this reliance must have
been reasonable. University of Illinois
Foundation v. Blonder Tongue, Inc., 422
F.2d 769 (7th Cir., 1970), reversed on
other grounds, 402 U.S. 313, 91 S.Ct.
1434, 28 L.Ed.2d 788 (1971). Where the
patent office should have caught the un-
truth, fraud will not be found, though a
court as a court of equity may refuse
to enforce a patent so obtained. See
Corning Glass Works v. Anchor Hock-
ing Glass Corp., 253 F.Supp. 461 (D.Del.
1966), rev’d on other grounds 374 F.2d
473 (3rd Cir., 1967).

Fourth, it must appear that the holder
of the patent either practiced the fraud
complained of or attempted to enforce
the patent monopoly with knowledge of
the fraud. Walker Process, supra, 382
U.S. at 179, 86 S.Ct. 347 (concurring
opinion of Justice Harlan).

Fifth, one of the essential elements of
a violation of Section 2 of the Sherman
Act must be shown, to wit, monopoliza-
tion, attempts to monopolize, or combina-
tions or conspiracies to monopolize.
Apropos of this in the present case, the
fact that plaintiff brought an infringe-
ment action is sufficient to show an at-
tempt to monopolize. The burden of
persuasion as to these elements is, of
course, on the defendant.

[14,15] As to the standard of proof
entailed by that burden of persuasion,
the law of patents is fairly clear that, as
to the first three conditions, those relat-
ing to the establishment of an actual
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fraud on the patent office, the burden of
persuasion is proof by clear and convinc-
ing evidence, United States v. American
Bell Telephone Co., 167 U.S. 224, 17 S.
Ct. 809, 42 L.Ed. 144 (1897), and that a
mere preponderance of the evidence may
not be the basis for a finding of fraud.
See generally, Ram, Patent Fraud: A
New Defense, 54 Journal of the Patent
Office Society 364 (1972) and cases cited
therein at Footnote 64.

In the present case, the defendant’s
contention’s reduce to the following:

(1) Knowing and wilful concealment
of the non-joinder of an inventor.

(2) Knowing and wilful concealment
of the misjoinder of inventors.

(4) Knowing and wilful mis-state-
ments of “fact” by attorneys for
plaintiff during the prosecution
of the patent in suit before the
patent office.

Defendant’s first contention is based
on a certain document in the files of
plaintiff. To better understand this
document, we must set the scene at the
time of its genesis. The place is the
Mueller Brass Co. Research & Develop-
ment Department, the year 1960. The
cast of principal characters is: Philip
Perkins, Director of Research and De-
velopment; Vincent A. Bower, Manager
of Wholesale Distributing who took a
great interest in trying to find an im-
provement in Mueller’s ACR tubing so
that Mueller could capture a large share
of the new ACR market; Robert A.
Gray, Chief Product Engineer working
under Perkins; Ed Roper, Head of Plas-
tics Research, also under Perkins; and
William Parker, John R. Fueslein and
Robert Rader, lab technicians in the Re-
search & Development Department.

[16,17] Perhaps a slight digression
on the theory of joint inventorship would
be helpful here. The exact parameters
of what constitutes joint inventorship
are quite difficult to define. It is one
of the muddiest concepts in the muddy
metaphysics of the patent law. On the
one hand, it is reasonably clear that a
person who has merely followed instruc-
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tions of another in performing experi-
ments is not a co-inventor of the object
to which those experiments are directed.
To claim inventorship is to claim at least
some role in the final conception of that
which is sought to be patented. Perhaps
one need not be able to point to a specific
component as one’s sole idea, but one
must be able to say that without his con-
tribution to the final conception, it would
have been less—less efficient, less sim-
ple, less economical, less something of
benefit, This Court has found no case
in which co-inventorship status was rec-
ognized where the alleged co-inventor
was not deemed in some way, at least
presumptively, to have beneficially af-
fected the final concept of the claimed
invention, and if such a case exists, it
would be so anomalous as to warrant
little attention.

[18] When an infringer claims that
someone is on a patent as inventor who
shouldn’t be, “this defense has always
been regarded as technical, and is looked
upon with disfavor by the courts (foot-
note omitted), and clear and convincing
proof is required to sustain it.” Deller’s
Walker on Patents, supra, § 42.

In this regard, we should note Thropp
& Sons Co. v. Delaski & Thropp Woven
Wire Co., 226 F. 941 (8rd Cir., 1915).
In that case there was a joint patent to
Delaski and Thropp for a machine of
several mechanical components. Thropp
conceived the machine and directed De-
laski to design one component to do a
certain thing. Delaski did this success-
fully, and Thropp put him on the patent.
In the face of defendant’s challenge of
misjoinder, the Court held that Delaski’s
role was sufficient to qualify as a joint
inventor since the patent was for a ma-
chine and he contributed to the final
exact form of the machine.

It is worth observing here that non-
joinder has often been treated more
harshly than misjoinder, even when
raised by a third party, because of the
more suspicious nature of a failure to
give credit initially to one entitled to
credit. Even here, however, the courts
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have been reluctant to strike down pat-
ents for non-joinder on challenges by
third party infringers.

In this context, we find the doctrine of
“mere suggestions” which denies co-in-
ventorship status to a person who sug-
gests some way to improve an invention
casually but takes no further role in fit-
ting the rough suggestion into the
scheme of the invention workably. See
Forgie v. Oilwell Supply Co., 68 F. 871
(3rd Cir., 1893).

Further, we find the doctrine of em-
ployee improvement, which holds that an
employee engaged in experiments to per-
fect another’s concept does not become a
co-inventor even if he suggests an im-
provement, unless the improvement is so
significant as to amount to “a complete
invention” in and of itself. See Agawam
Woolen Co. v. Jordan, 74 (Wall) U.S.
583, 19 L.Ed. 177 (1869).

It is interesting to note that, had
Thropp left Delaski off the patent in
Thropp Co., supra, the Court of Appeals
would probably have upheld the patent
by citing Agawam, and the result, al-
though different on the issue of Delas-
ki’s status as co-inventor, would have
nevertheless been just and equitable, in
the context of a technical defense by a
disinterested third party. This situa-
tion does make it difficult to say, how-
ever, with real certainty, whether or not
a given person “is” a joint inventor in
a given case. It is a question most often
resolved as much on policy as on meta-
physics.

Turning back now to the document in
question, this document is composed of
three parts, stapled one on top of the
other. The top sheet (Def.Ex. 41) is a
memorandum dated November 17, 1960
from Wm. Parker, a lab technician in the
Mueller Brass Research & Development
Division, to Robert Gray, Phil Perkins
and F. B. Rote, (att’'n Robert Gray), tell-
ing about certain experiments carried
out by Parker.

The second part of the document (D-
41A) is a set of handwritten notes relat-
ing to the tests covered in the typewrit-

ten memo of November 17. These are

dated April 13, 1960.

The third part is a Shurclose., plug
catalogue marked D-41B.

Defendant claims this document estab-
lishes Parker as a co-inventor of the
claimed method—the Court disagrees.

Viewed by itself, the document only
indicates that Parker did some experi-
ments in April of 1960 at the request of
Vincent Bower and Robert A. Gray to see
if commercially available Shurcloseim
plugs would work “to hold pressure in
tubing such as dry nitrogen at 5-10 psi.”
The writing does not indicate that Park-
er had anything to do with the idea,
merely that he carried out the experi-
ments. The writing does not even indi-
cate in any strong manner that Bower
or Gray conceived the underlying idea—
they were merely the superiors who were
the source of Parker’s order. Shur-
closeyn plugs did not work, incidentally,
and Parker appears to have had no more
to do with the method of the patent in
suit, except to write up his results for-
mally (and somewhat tardily) on No-
vember 17, 1960. He did not evidence
any proprietary interest in the concept
behind his experiment, and observed on
November 17 that “Ed Roper is working
on the problem L

[19] If D-41 does not establish Park-
er’s inventorship on its face, it becomes
even weaker viewed against the deposi-
tions of Parker, Gray, Perkins and Bow-
er. Parker appears only to have been
a lab technician who carried out a cer-
tain experiment under instructions of his
superiors, recorded the results, and
moved on to other things. He was not
a co-inventor of the claimed method.

Perhaps it would have been wiser to
have produced D-41 for patent office
inspection (assuming there was actual
knowledge of its existence during the
prosecution of the patent application,
which plaintiff denies). However, since
the exhibit does not establish Parker as
a co-inventor, nor does anything else, the
Court can hardly find that failure so to
produce it was wilful deception, or that
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it was material. Defendant’s counter-
claim based on the alleged wilful conceal-
ment of the non-joinder of Parker must
fail.

In actual fact, there is more circum-
stantial evidence that Gray or Perkins
might have contributed to the conception
of the method than that Parker did.
However, Gray has repeatedly disclaim-
ed any significant role and Perkins was
responsible for designating the set of in-
ventors actually found on the patent. In
the face of this, it would be impossible
on the record before the Court to find by
clear and convincing evidence that Gray,
Perkins, or any other person, was a non-
joined co-inventor. All theories based on
the alleged wilful concealment of the non-
joinder of a co-inventor must therefore
fail.

Now we turn to plaintiff’s second the-
ory, alleged fraudulent concealment of
the misjoinder of inventors. There is no
evidence to indicate that Ed Roper (now
deceased) was not an inventor of the
method claimed in the patent in suit
(insofar as it was inventive at all, that
is). The Court therefore must deem Ed
Roper a proper inventor of the method
claimed in the patent in suit.

[20] We now turn to John Fueslein.
We know that whosever idea it may have
been, the seed idea of the methed of the
patent in suit was conceived by April
13, 1960, the date of the Parker experi-
ments.  Feuslein couldn’t remember
whether he was involved in the project at
that time, and never heard of Parker’s
experiments. Feuslein’s role was as as-
sistant to Roper. During the summer
and fall of 1960, he helped Roper in ex-
periments. He appears to be a proper
co-inventor of the plug (claimed in the
parent application of the divisional which
became the patent in suit) but could
point to no particular role in the concep-
tion of the method. If the standard of
proof here were not so high, the Court
would have little trouble finding Feuslein
not to be an inventor of the method.
Yet Feuslein discussed the method gen-
erally with Roper and his name is on the
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patent. This court cannot find by clear
and convincing evidence, that Feuslein
contributed nothing to the exact concep-
tion of the method. It might be argued
that his role was at most merely that of
an employee assistant, but, as previously
noted, this doctrine has only been used
to save patents from attack for non-join-
der, and never to defeat a patent for mis-
joinder. The Court must therefore deem
Feuslein a properly named inventor for
failure of clear proof to the contrary.

Not so Rader. Rader came to the proj-
ect in the fall of 1960, at a point where
the method claimed in the patent in suit
was already fully conceived. His work
upon the plug entitled him to co-in-
ventorship status for the plug, but not
the method. The method does not de-
pend on a plug of Rader’s design to op-
erate even as applied to ACR tubing.
The idea for every complete step in the
method existed prior to Rader’s involve-
ment in the project. Although it would
not yield an unjust result to do so, in-
tellectual honesty prevents this court
from stretching the concept of joint in-
ventorship quite far enough to cover
Rader.

[21] Rader is not a lawyer. He ap-
pears to believe sincerely that his design
work on the plug makes him a co-inven-
tor of the method. But the court finds
that Robert Rader was not a co-inventor
of the method claimed in the patent in
suit and was misjoined.

Having found that Rader was misjoin-
ed as a co-inventor of the claimed meth-
od, the court must now determine wheth-
er plaintiff knew of the misjoinder,
whether plaintiff, through its agents,
wilfully concealed that misjoinder, and
whether the concealment was material to
the issuance of the patent in suit. In
order to do this, it is necessary to out-
line certain facts leading up to the mis-
joinder. In the spring and summer of
1960, Roper and Feuslein, working to-
gether under Perkins, and in some con-
tact with Gray and Bower, conceived the
method and worked to reduce it to prac-
tice. They ran into some snags in the
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design of a plug suitable to the applica-
tion of the method to large diameter
tubing and Rader was enlisted in the
fall of 1960 to help design an appro-
priate plug. This he did. The next year
was spent, off and on, working out prob-
lems of large scale commercial produc-
tion of suitable plugs and tubing pre-
pared according to the method. Appar-
ently all that was originally considered
patentable was the plug design, for on
August 14, 1962, a patent application
was filed in the names of Roper, Feus-
lein and Rader disclosing both method
and plug, but claiming only the plug.
The designation of proper inventors was
done by Perkins as head of Mueller’s
Research & Development Division, and
he was right, since as to the plug all
three were co-inventors.

Plaintiff’s first public sale of tube pre-
pared by the method was January, 1963.
Between then and December 1963, some-
one, identity unknown, decided that the
application of August 14, 1962 disclosed
a patentable method as well as the plug.
On December 30, 1963, an amendment to
the original application was filed to in-
sert method claims.

On February 10, 1964, the patent of-
fice required restriction of the original
application to either the article or the
method. On August 14, 1964, a divi-
sional application covering the method
was filed in the names of all three in-
ventors. On November 15, 1965, the
method application was rejected on ref-
erence to the recently granted patent No.
3,115,010 to Collier, which disclosed but
did not claim the method of the patent in
suit. On February 14, 1966, Roper,
Rader & Feuslein filed an affidavit un-
der Patent Office Rule 131 swearing
back of the reference, that is, claiming
conception and reduction to practice be-
fore the filing date of the Collier patent,
to wit, December 12, 1960.

The argument of defendant is that the
misjoinder of Rader must have come to
be known by plaintiff or its attorneys
at some point in the above process, and
that it was concealed to gain some bene-

fit that plaintiff could not otherwise
have gotten.

35 U.S.C. § 116, reads in pertinent part
as follows:

“Whenever a person is joined in an
application for patent as joint inven-
tor through error, or a joint inventor
is not included in an application
through error, and such error arose
without any deceptive intention on his
part, the Commissioner may permit
the application to be amended accord-
ingly, under such terms as he pre-
scribes.”

37 C.F.R. 1.45(b), a patent office rule in
force at all times relevant to this action,
promulgated under 35 U.S.C. § 116,
reads as follows:

“If an application for patent has
been made through error and without
any deceptive intention by two or more
persons as joint inventors when they
were not in fact joint inventors, the
application may be amended to remove
the names of those not inventors upon
filing a statement of the facts verified
by all of the original applicants, and an
oath as required by § 1.65 by the ap-
plicant who is the actual inventor, pro-
vided the amendment is diligently
made. Such amendment must have the
written consent of any assignee.”

35 U.S.C. § 120 reads as follows:

“An application for patent for an
invention disclosed in the manner pro-
vided by the first paragraph of section
112 of this title in an application pre-
viously filed in the United States by
the same inventor shall have the same
effect, as to such invention, as though
filed on the date of the prior applica-
tion, if filed before the patenting or
abandonment of or termination of pro-
ceedings on the first application or on
an application similarly entitled to the
benefit of the filing date of the first
application and if it contains or is
amended to contain a specific refer-
ence to the earlier filed application.”

The leading case interpreting the ex-
act meaning of 35 U.S.C. § 116 and 35
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U.S.C. § 120, and their inter-relation-
ship, is In re Schmidt, 130 U.S.P.Q. 404
(Ct.Cust. & Pat.Appeals, 1961) which
was decided before any of the confusion
in this case arose. Schmidt establishes
the following principles: First, as to the
proper meaning of the word “error” in
§ 116 as applied to attorney’s errors of
judgment, the Court said:

In the third paragraph of section
116, the word “error” is not qualified
except that it “arose without any de-
ceptive intention” on the part of the
applicant or applicants as the case may
be. Since the error in the present case
apparently occurred without any de-
ceptive intention, we find no justifica-
tion for denying appellant the reme-
dial protection of section 116. (foot-
note omitted)

We had occasion to state in In re
Willingham, 48 CCPA 727, 282 F.2d
353, 127 USPQ 211, 214, in regard to
the reissue provision of the 1952 Pat-
ent Act:

The reissue provisions of the
Patent Act of 1952, like the reissue
provisions of the earlier patent stat-
utes are remedial in nature. They
are based on fundamental princi-
ples of equity and fairness and
should be so applied to the facts in
any given case that justice will be
done both to the patentee and to the
public.

We think the same principles should
be applied in interpreting and apply-
ing section 116. Our comments in the
Willingham decision relative to the ex-
pressions ‘“error” and ‘‘without any
deceptive intention” are equally appli-
cable to section 116. The same reason
applies since both sections are reme-
dial in nature and as such should be
liberally construed in order that “er-
rors” may be readily rectified.

We hold therefore, that the “error”
which occurred in filing the joint ap-
plication is of the type which the ex-
aminer under the provisions of the last
paragraph of section 116 should have
permitted appellant to correct by the
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filing of the instant sole application,
which as a continuation-in-part appli-
cation is entitled, under 35 U.S.C. 120,
to the benefits of the filing date of the
earlier application.

The practice approved in In re Rob-
erts, 49 App.D.C. 250, 263 F. 646, and
continued by this court in In re Per-
rin, 31 CCPA 1041, 142 F.2d 277, 61
USPQ 418, and In re Strain, 38 CCPA
933, 187 F.2d 737, 89 USPQ 156, in
which conversion of an application
from joint to sole or the filing of a
sole application claiming the benefit of
the filing date of a prior joint appli-
cation was permitted only when the
joint application had “been filed
through mistake or inadvertence and
without fraudulent intent” (In re Rob-
erts, supra), or upon a showing that
the joint application was made
through “inadvertence or mistake” (In
re Strain, supra), arose prior to the
enactment of section 116, and when
the applicable statute contained no
provision comparable to the last para-
graph thereof.

It is, we believe, the correct inter-
pretation of congressional intent that
the expression “error * * * with-
out any deceptive intention” in section
116 was intended not only to replace
the more cumbersome expression “in-
advertence, accident or mistake” pre-
viously used but was intended to re-
lieve applicants from the narrow appli-
cation of the old terms as the courts
nad construed them. Every indicator
of legislative intent points in that di-
rection.

[22-24] Thus, it is clear under
Schmidt that the misjoinder of Rader, at
the point of its discovery, is ‘“error”
within the meaning of both § 116 and
Rule 45, even if it resulted from the mis-
take of counsel in interpreting the law,
that is, in deeming Rader a proper in-
ventor, if it initially came about “with-
out deceptive intent.” And there could
hardly have been deceptive intent at the
point of first mistake. If one takes the
point of first mistake to be the filing of
the original application on August 14,
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1962, then obviously it must have been
without deceptive intent, since there was
nothing to be gained from not filing the
original application to indicate the true
inventorship of the method, had it then
been known, or from not filing a separate
application for the method at that time
in the name of the proper inventors.
And further, there could hardly have
been deceptive intent present on Decem-
ber 30, 1963, the date of the filing of
the method claims, as an amendment to
the original application because, as will
become clear momentarily, Schmidt
would clearly have sanctioned the filing
of a “continuing application” at that
time in the names of the proper inven-
tors 6, entitled to the original filing date.
We must assume any error at either of
these times to have been without decep-
tive intent, whether it sprang from a
lack of specific information or frem a
misjudgment of counsel. For Schmidt
goes on to discuss the meaning of the
term “same inventor” in § 120 as fol-
lows:

“The term ‘the same inventor’ as
used in section 120 does not have the
literal, narrow technical meaning the
solicitor would have us assign to it.
It must be construed with all other
relevant sections of the statute, in-
cluding sections 116 and 256 and thus
it embraces the possibility permitted
by sections 116 and 256 that the earlier
application may be corrected thereun-
der by changes in the name or names
of the applicants under the conditions
stated in section 116.

We hold, therefore, that appellant
was entitled under section 116 to cor-
rect the errors in the intermediate ap-
plication filed in the names of joint in-
ventors and under section 120 was en-
titled as ‘the same inventor’ to the ben-
efits of the filing dates of the earlier
co-pending applications. This hold-

6. A “continuing application” under 35 U.
S.C. § 120 is different than a ‘“‘continua-
tion,” under 35 U.S.C. § 121. A continua-
tion may be filed only for the invention
originally “claimed.” A ‘“continuing ap-
plication” is generally for matter disclosed
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ing removes the Belgian patents as ref-
erences and we, therefore, reverse the
Board of Appeals in rejecting the in-
stant application on that ground.”

Now it is true that Schmidt speaks of
the right to correct the earlier applica-
tion by amendment. This appears for-
mally difficult to do in a situation where
the original application, as initially filed,
discloses two inventions, claiming only
one, and the “continuing application” is
for the unclaimed subject matter. Yet
Schmidt sanctioned a correction process
whereby six claimed co-inventors in the
original application merely each dis-
claimed that which was not his. This is
no more technically “amendment” to the
earlier application in Schmidt than a
similar disclaimer to subject matter dis-
closed but not claimed in the original ap-
plication of the present case would be,
and further, it would be fairly simple for
a good draftsman to amend the specifica-
tion of the first application to incorpo-
rate the disclaimers for the method
claims.

Thus it appears clear that on December
30, 1963, had the true state of facts been
known, the error could have been cor-
rected and the original filing date re-
tained. Moreover, even after the amend-
ment the original application on Decem-
ber 30, 1963, and the requirement for
restriction, the plaintiffs could quite
properly, had they known to, elected to
restrict the original to the method claims
and then converted the inventorship on
that restriction by striking Rader with-
out losing the original filing date. Fur-
ther, if the misjoinder had been discov-
ered at any time between the erroneous
amendment of the original claims on De-
cember 30, 1963, and the filing of the
divisional application on August 14, 1964,
the divisional application could have been
filed and properly denominated a divi-
sional application entitled to the original

but not claimed although it is not limited
to that. See Sections 201.07 and 201.11
of the Manual of Patent Examining
Practice (MPEP) a publication which,
though only semi-official, is the best in-
dicator of Patent Office policy.



1378

filing date even though Rader was struck
under Rule 45 at that time, given the
interpretation of Schmidt by the Patent
Office itself in the Manual of Patent
Examining Practice (MPEP). Section
201.06 of the MPEP points out that

“[S]ince Rule 45(b) permits the
conversion of a joint application to a
sole, it follows that a new application
restricted to divisible subject matter,
filed during the pendency of the joint
application by one of the joint appli-
cants, in place of restricting and con-
verting the joint case, may properly
be identified as a division of a joint
application.”

(The same rules apply for movement
from joint to less joint as apply to
movement from joint to sole, of
course)

Besides these alternatives, the route of
a newly filed “continuing application”
under § 120 as explained by MPEP §
201.11 was open at all times, at least un-
til the issuance of the patent on the par-
ent application on August 17, 1965.
Thus we may assume that the misjoinder
was not realized at least until then.

[25] A year before the patent issued
on the parent application, plaintiff’s as-
signors had filed their completed divi-
sional application. It was “an applica-
tion entitled to the benefit of the filing
date of the first application” under § 120.
It will be noted that In re Schmidt spe-
cifically states that section 120 must be
construed as embracing “the possibility
permitted by sections 116 and 256 that
the earlier applications may be corrected
thereunder . . ..” (emphasis sup-
plied) The clear implication of this, is
that Section 120 may be used to get the
filing date of a parent even after the
patent on the parent has issued as long
as there is a continuous chain of valid
outstanding applications, the continuing
application at the end of the chain is cor-
rected by removing misjoined inventors
and all the links in the chain which need
to be corrected are properly corrected
under either § 116 or § 256.
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But, defendant might argue, § 256
only authorizes striking a name from the
patent as issued. If Rader had been
misjoined on the plug this avenue would
be open, but vis a vis the plug patent as
issued in this case, no names may be
struck because all three were proper in-
ventors of the plug. This is true, but
the parent application need not in this
case have been corrected after the issue
of the patent under § 256 because it had
already been corrected by the require-
ment of restriction, the election to re-
strict the original application to the plug
alone, and the filing of the divisional
application. The only thing which was
in error after restriction which would
need to be corrected was the pending di-
visional application.

Thus it would have been perfectly
feasible to have filed a new “continuing
application” when the misjoinder was
discovered even after the patent issued
on the parent. The new continuing ap-
plication would then have been “an ap-
plication for an invention” disclosed by
the “same inventor” (by the teaching of
Schmidt) in a co-pending “application
entitled to the benefit of the filing date”
(the misjoined divisional) of the “first
application” (the parent) and would have
been likewise entitled to the filing date
of the parent. See MPEP § 201.11.

It would seem more economical simply
to allow the divisional to be corrected di-
rectly under Rule 45(b) of the Patent
Office and retain the original filing date.
But whether done by direct correction
under 45(b) or by newly filed continuing
application, it is crystal clear that plain-
tiffs could have struck Rader (with his
cooperation, which would almost certain-
ly have been forthcoming had the situa-
tion and his proper status been ex-
plained) and still retained the benefit
of the August 14, 1962 filing date at any
time up to the issuance of the patent in
suit.

Thus, there was no time when their
own prior public sale of January, 1963,
would have acted as a statiutory bar to
their obtaining the patent in suit even if
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they had corrected the misjoinder by
striking Rader.

Having thus negatived any motive for
fraud, the court cannot find any wilful
fraudulent act shown by clear and con-
vincing proof. There is not any real evi-
dence that any of the persons named as
inventors, any of their attorneys, or any
agent of plaintiffs ever was aware that
the facts known to them should have dic-
tated the conclusion that Rader was not
properly joined.

There is not any real evidence that
plaintiff’s attorney did not, on all the
facts, simply make a good faith error in
judgment in concluding that Rader was
properly joined. This is understandable
in light of the existence of language in
such cases as Thropp Co., supra, as previ-
ously explained.

[26] And even if plaintiffs knew of
the misjoinder, and thought they were
defrauding the patent office because they
hadn’t read the law, their act would lack
the materiality necessary to sustain the
counterclaim. Their act would not in
that case result in getting something
their clients were not entitled to—indeed,
they would have risked, inadvertently,
throwing away anything their clients had
a claim to, because their failure to reveal,
had it come to light by good proof (which
is always a risk), would have rendered
the patent misjoined and uncorrectable,
and therefore unenforceable since correc-
tion either under § 116 or § 256 would
not have been possible since it was not
undertaken with due diligence as re-
quired by both those sections.

Sections 116 and 256 evidence realiza-
tion on the part of Congress that because
of the haziness of the boundaries of co-
inventorship status and the realities of
work in large research labs, misjoinder is
bound to be common and should be easily
correctable at any time with no loss of
benefit under the law. This is qualified
to some extent by the continuing vitality
of the older decisions noted above deny-
ing relation back of filing dates where
persons are sought to be added who
should have been named originally.

The present value of this attitude is to
be doubted, however, especially in the
context of corporate research and de-
velopment where one entity is the as-
signee of all possible inventors. The
cases where it protects against some un-
warranted actions are far outnumbered
by those where it destroys, rather ca-
priciously, an otherwise valid right,
tempts people to fraud, and stimulates
endless attempts to prove its presence
with voluminous circumstantial evidence
by third parties (who are defendants in
infringement suits) with little real inter-
est in the identity of the precise set of
the exact real and true inventors.

[27] Whatever the status of the so
called “sole to joint” rule may be, how-
ever, the law has always generally recog-
nized the basic right to relate back to a
parent filing date when removing in-
ventors who cooperate in disclaiming.
See In re Roberts and In re Perrin, cited
in the quoted portions of In re Schmidt,
supra. In re Schmidt simply affirms
the basic rule that one should be able
and is able to remove inventors mis-
joined without deceptive intent at any
stage without losing any benefit, includ-
ing the benefit of the filing date of the
earliest subject matter disclosure, as
long as all the real inventors were then
present, no matter how many extra mis-
joined non-inventors there may then
have been. Defendant’s counterclaim
based on fraudulent concealment of mis-
joinder is denied.

[28,29] Defendant’s third ground
for its anti-trust counterclaim is based
upon alleged mis-statements of plaintiff’s
counsel to the Patent Office during the
prosecution of the patent application.
Two conflicting principles tear at an at-
torney practicing before the patent of-
fice. One is that the proceeding is not
adversary, so the attorney therefore owes
a high duty of candor to the examiner.
The second is that the attorney has a
duty of advocacy to his client. One
should not forget in this context that
the examiner himself is or should be an
advocate for the public interest and
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should not be too easily swayed by the
applicant’s attorney.

[30] On April 1, 1965, the examiner
rejected the patent in suit as to all claims
on reference to Patent 2,714,447 to
Gardes, which revealed a method of seal-
ing nitrogen in tubing using a flying
shear. Attorney for plaintiff wrote back
to the examiner saying, among other
things that “the rejection should be with-
drawn, at least as to claims 3 and 4, be-
cause as to those claims, the seal thus
formed wouldn’t hold the pressure.” The
examiner reinstated all four claims. Ac-
ceptance of the complained-of argument
would have led only to reinstatement of
claims 3 and 4. However, any argument
which led to the reinstatement of claims
1 and 2 would also have led to the rein-
statement of claims 3 and 4. Thus, the
reinstatement of all four claims under-
mines any conclusion that the com-
plained-of language was material to the
action of the examiner, since the rein-
statement of claims 1 and 2 could only
have been on grounds leading to the re-
instatement of claims 3 and 4 independ-
ent of the complained-of language. More
importantly, this language appears to be
no more than mere advocacy. Plain-
tiff’s attorney didn’t say he based his al-
legation on any experiment, document or
other authority; he might have safer
said “I don’t think it will work” or “It’s
obvious that it won’t work.” Yet it is
fairly apparent that it is an argument
put forth for the evaluation of the ex-
pert examiner, not a fraudulent state-
ment of fact. Further, it is probably
closer to being accurate than inaccurate.
Although an occasional flying shear seal
might be pressure tight, there does not
appear to be any way to make them pre-
dictably pressure tight. There is no
fraud here.

[31] The second alleged fraudulent
mis-statement complained of is the attor-
ney’s argument in support of the affi-
davit under Rule 131 that the exhibits
submitted with the affidavit support a
reduction to practice before December
12, 1960. The exhibits were there for
the examiner’s independent scrutiny.
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They spoke for themselves, and if plain-
tiff’s attorney puffed up their signifi-
cance in his own argument, the Court
still does not see that this rises to the
level of a fraudulent mis-statement of
material fact.

Further, the record, extensive as it is,
fails to establish that there was not a
complete reduction to practice by Decem-
ber 12, 1960, and even if there was not,
there was certainly conception and dili-
gent work toward reduction to practice.
This is a valid alternative ground for an
affidavit under Rule 131. It was nct
claimed, but its existence negates an in-
ference of fraud in the affidavit as filed.

Defendant’s other allegations of fraud
are groundless. Defendant’s counter-
claim under Section 2 of the Sherman
Act is therefore denied.

DEFENDANT’S MOTION FOR AN
AWARD OF ATTORNEYS’' FEES
UNDER 35 U.S.C. § 285

The final question is whether the
Court should regard the present case as
an ‘“‘exceptional case” under 35 U.S.C. §
285, which provides:

“The court in exceptional cases may
award reasonable attorney fees to the
prevailing party.”

[32,33] Generally, the decision to
award attorneys’ fees is based on a find-
ing of some misconduct by the losing
party. This misconduct may be mis-
conduct in securing the patent, or mis-
conduct in conducting the litigation after
the patent has been secured. Penn.
Crusher Co. v. Bethlehem Steel Co., 193
F.2d 445 (3rd Cir., 1951). Misconduct
before the Patent Office need not be
fraudulent, but only grossly negligent so
as to evidence a disregard for the truth.
Monolith Portland Midwest Co. v. Kaiser
Aluminum & Chemical Corp., 407 F.2d
288 (9th Cir., 1969).

As a basis for a finding of miscon-
duct, the defendant again offers the
affidavits of the misjoined inventor be-
fore the patent office, and the statement
of counsel before the patent office dis-
cussed above.
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The affidavits do not clearly appear to
have been other than good faith errors,
as discussed above. Rader certainly
thought he was an inventor, and there is
little evidence to indicate that his attor-
ney did not think him properly joined.

The arguments of counsel to the patent
office in this case do not evidence a
“reckless disregard for the truth” in the
opinion of this Court, even if they were
slightly puffed.

As another basis for finding miscon-
duct, defendant avers that, even if plain-
tiff did not know at the time of the fil-
ing of the Rule 131 affidavit in 1966
that Rader was misjoined, plaintiff
should have known, because plaintiff’s
duty to the Patent Office was to make
a thorough investigation of the facts at
that time. If the facts establishing
Rader’s misjoinder did not come to light,
it was because the investigation wasn’t
proper, and this is a violation of plain-
tiff’s duty to the Patent Office and
shows gross negligence. In support of
this position, plaintiff cites the very
recent case of Becton, Dickinson & Co. v.
Sherwood Medical Industries, Inc., 175
U.S.P.Q. 337 (M.D.Fla., 1972). The
Court finds this decision out of point
for two reasons.

First, it was clear in Becton that plain-
tiff had either not discovered the prior
use or had concealed it, since the legal
effect of the prior use was clear. In the
present case, it is possible that an at-
torney could have discovered the facts
surrounding Rader’s involvement with
the invention here and still in good faith
have mistakenly concluded that Rader
was a proper co-inventor, considering the
unclearness of the law of co-inventorship
status in close cases as discussed above.
This would not have been an impropriety,
and defendant never attempted to nega-
tive this possibility by calling the attor-
ney in question to testify though he was
present throughout the trial.

Second, the plaintiff in Becton bene-
fitted from his failure to investigate.
The plaintiff here did not. Even if there
was a failure to investigate and therefore
a breach of plaintiff’s duty to the Patent

Office here, there is no particular reason
to award attorneys’ fees.

[34-37] The basic rationale behind
Section 285 is compensatory not punitive.
The major purpose of the Section is to
compensate a prevailing party for monies
which he had to spend which he would
not have had to spend but for the losing
party’s misconduct. If the prevailing
party would have had to spend approxi-
mately the same amount litigating the
patent even if none of the alleged mis-
conduct had taken place, it appears to
this Court that an award of attorneys’
fees would be punitive and not com-
pensatory. Although such an award
might have a salutary disciplining ef-
fect, this Court feels that absent any
compensatory justification, the disci-
plining of patent attorneys is better pur-
sued through other available channels
and not by an award of attorneys’ fees.

The defendant has cited Monolith
Portland Midwest Co. v. Kaiser Alumi-
num & Chemical Corp., 407 F.2d 288, 294
(9th Cir., 1969), in support of the propo-
sition that it is proper to award attor-
neys’ fees as a disciplinary measure.
But even this case speaks of awarding
attorneys’ fees against ‘“the patentee
who obtained the patent by his wrong
doing.” 1Id. at 294 (emphasis supplied).
Even if there was any gross negligence
or improper motivation behind any of the
things which occurred before the Patent
Office (and we do not so find), the Court
finds that it would have been immaterial
in the sense that had there been proper
investigation, discovery of misjoinder
and correction, plaintiff would still have
had to defend the present suit. The
Court sees no reason to award attorneys’
fees on this ground.

The final contention of defendant is
that there was wilful misrepresentation
in an affidavit of patentee Feuslein filed
in support of an opposition to defendant’s
motion that plaintiff be required to post
a bond to cover possible costs and at-
torneys’ fees. While not necessarily
condoning the actions of plaintiff’s at-
torney, the intimate details of the meet-
ing at which this affidavit was drawn up
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are too unclear and the exact nature of
the interchange between Feuslein and the
attorney too crucial to allow a finding
of actual fraud. Further, this too, would
not be material to forcing defendant to
spend money in defense of a claim that
he otherwise would not have to defend.
The Court declines to award attorneys’
fees on this ground.

The fact that this Court has not found
fraud chargeable to plaintiff, or awarded
attorneys’ fees, should not be taken as
placing this Court’s imprimatur on all
of plaintiff’s actions. It results more
from failure of proof in otherwise sug-
gestive circumstances, or the possibly
fortuitous absence of materiality. Hope-
fully, the plaintiff and its attorneys will
be more careful in the future in insuring
that the circumstances surrounding their
actions are not at all even suggestive of
impropriety.

It only remains to point out that this
Opinion is promulgated in discharge of
this Court’s obligations under Federal
Rules of Civil Procedure 52(a) and con-
stitutes this Court’s Findings of Fact
and Conclusions of Law.
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LOS ANGELES NEWSPAPER
GUILD, et al., Plaintiffs,
V.
The HEARST CORPORATION,
Defendant.
Civ. No. 71-21-RJK.

United States District Court,
C. D. California.

Jan. 10, 1973.

Plaintiffs sought dismissal pay and
alternative pay benefits under collective
bargaining agreements, and other relief.
The District Court, Kelleher, J., held
that provision in collective bargaining
agreement that “A grievance * * ¥
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must be resolved, dismissed or submitted
to arbitration within sixty (60) days
following receipt of the written notice
* % %7  demonstrated that the par-
ties intended arbitration to be the exclu-
sive remedy, failing resolution of dis-
pute by grievance committee, and thus
action for damages in breach of contract
would not lie.

Action dismissed.

Labor Relations €416

Provision in collective bargaining
agreement that “A grievance * * *
must be resolved, dismissed or submitted
to arbitration within sixty (60) days
following receipt of the written notice
* % %7  demonstrated that the par-
ties intended arbitration to be the exclu-
sive remedy, failing resolution of dis-
pute by grievance committees, and thus
action for damages in breach of contract
would not lie. Labor Management Rela-
tions Act, 1947, § 301(a) as amended 29
U.S.C.A. § 185(a).

—_——

Bodle, Fogel, Julber & Reinhardt,
George E. Bodle, Daniel Fogel, Stephen
Reinhardt, Loren R. Rothschild, Lester
Ostrov, Los Angeles, Cal., for plaintiffs.

Flint & MacKay, Edwin Freston, Rich-
ard G. Ritchie, Robert S. Ackerman,
Los Angeles, Cal., for defendant.

MEMORANDUM OF OPINION AND
ORDER

KELLEHER, District Judge.

By this action plaintiffs seek recovery
of alleged dismissal pay and alternative
pay benefits under two written collective
bargaining agreements. Declaratory re-
lief, a declaration of rights and other
equitable relief are also sought, together
with certain claims for money damages
for failure to honor the collective bar-

gaining agreements.



